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-The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

THE REPLY FILED 17 June 2003 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) ^ The period for reply expires 3months from the mailing date of the final rejection. 

b) O The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

2.D The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3-D Applicant's reply has overcome the following rejection(s): . 

4. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. ^ The a)^ affidavit, b)D exhibit, or c)D request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See Continuation Sheet . 

6. Q The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. Q For purposes of Appeal, the proposed amendment(s) a)Q will not be entered or b)Q will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 



Claim(s) withdrawn from consideration: _ 
8.Q The proposed drawing correction filed on 



is a)Q approved or b)0 disapproved by the Examiner. 



9.D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). 
10O Other: 



ternary focanilner 



U.S. Patent and Trademark Office 

PTO-303 (Rev. 04-01) 



Advisory Action 



Part of Paper No. 8 



Continuation Sheet (PTO-303) 



Application No. 09/528,466 



Continuation of 5. does NOT place the application in condition for allowance because: 

The Declaration filed on 17 June 2003 under 37 CFR 1 .131 has been considered but is ineffective to overcome the 102(e) reference. The 
evidence submitted is insufficient to establish a reduction to practice of the invention in this country or a NAFTA or WTO member country 
prior to the effective date of the 102(e) reference. The Applicant declares the invention as claimed was reduced to practice by being 
implemented and fully operational at least as early as August 1998 and further provides computer logs containing program scripts as 
exhibits. The affidavit or declaration and exhibits must clearly explain which facts or data applicant is relying on to show completion of his 
or her invention prior to the particular date. Vague and general statements in broad terms about what the exhibits describe along with a 
general assertion that the exhibits describe a reduction to practice "amounts essentially to mere pleading, unsupported by proof or a 
showing of facts" and, thus, does not satisfy the requirements of 37 CFR 1.131(b). In re Borkowski, 505 F.2d 713, 184 USPQ 29 (CCPA 
1974). Applicant must give a clear explanation of the exhibits pointing out exactly what facts are established and relied on by applicant. 
505 F.2d at 718-19, 184 USPQ at 33. See also In re Harry, 333 F.2d 920, 142 USPQ 164 (CCPA 1964) (Affidavit "asserts that facts exist 
but does not tell what they are or when they occurred."). Please refer to MPEP 715.07. 

Requirements to Establish Actual Reduction to Practice (MPEP 2138.05) 

An issue of reduction to practice has been raised in this application. The Applicant delcares "the invention as claimed was reduced to 
practice by being implemented and fully operational at least as early as August 1998" and further delcares "this implementation utilized a 
database program that offered inadequate speed and scalability" and that "the invention was subsequently converted to utilize an Oracle 
database starting in August 1998 to provide the needed speed and scalability." The Applicant, however, is unclear as to which date 
concluded the conversion processed resulting in the claimed invention being fully operating as its intended purpose. A party seeking to 
establish an actual reduction to practice must satisfy a two-prong test: (1) the party constructed an embodiment or performed a process 
that met every element of the claimed invention, and (2) the embodiment or process operated for its intended purpose." Eaton v. Evans, 
204 F.3d 1094, 1097, 53 USPQ2d 1696, 1698 (Fed. Cir. 2000). The same evidence sufficient for a constructive reduction to practice may 
be insufficient to establish an actual reduction to practice, which requires a showing of the invention in a physical or tangible form that 
shows every element of the count. Wetmore v. Quick, 536 F.2d 937, 942, 190 USPQ 223, 227 (CCPA 1976). For an actual reduction to 
practice, the invention must have been sufficiently tested to demonstrate that it will work for its intended purpose, but it need not be in a 
commercially satisfactory stage of development. If a device is so simple, and its purpose and efficacy so obvious, construction alone is 
sufficient to demonstrate workability. King Instrument Corp. v. Otari Corp., 767 F.2d 853, 860, 226 USPQ 402, 407 (Fed. Cir. 1985). 

Requirement for Information, Public Use or Sale (MPEP 706.02c) 

An issue of public use or on sale activity has been raised in this application. In order for the examiner to properly consider patentability of 
the claimed invention under 35 U.S.C. 102(b), additional information regarding this issue is required as follows: evidence (e.g. but not 
limited to: hard copies of computer display screen shots) to substantiate operational status. Applicant is reminded that failure to fully reply 
to this requirement for information will result in a holding of abandonment. 

Applicant and the assignee of this application are required under 37 CFR 1 .105 to provide the following information that the examiner has 
determined is reasonably necessary to the examination of this application. The information is required to enter in the record the prior art 
suggested by the applicant as relevant to this examination in Paper #7, Response filed by the Applicant on 17 June 2003. The Applicant 
cites on page 2, Declaration Pursuant to 37 C.F.R. 1 .131 "The invention as claimed was reduced to practice by being implemented and 
fully operational at least as early as August 1998." The Applicant is specifically required to submit the requested evidence as noted above. 

The fee and certification requirements of 37 CFR 1 .97 are waived for those documents submitted in reply to this requirement. This waiver 
extends only to those documents within the scope of the requirement under 37 CFR 1.105 that are included in the applicant's first 
complete communication responding to this requirement. Any supplemental replies subsequent to the first communication responding to 
this requirement and any information disclosures beyond the scope of this requirement under 37 CFR 1 .105 are subject to the fee and 
certification requirements of 37 CFR 1 .97 where appropriate. 

The applicant is reminded that the reply to this requirement must be made with candor and good faith under 37 CFR 1 .56. Where the 
applicant does not have or cannot readily obtain an item of required information, a statement that the item is unknown or cannot be readily 
obtained will be accepted as a complete reply to the requirement for that item. 

A complete reply to the Advisory Office action must include a complete reply to this requirement. The time period for reply to this 
requirement coincides with the time period for reply to the Advisory Office action. . 
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